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DETAILED ACTION 

Specification 

The disclosure is objected to because of the following informalities: "compliment" 
is misspelled. The proper spelling is -complement-. 
Appropriate correction is required. 

Claim Rejections - 35 USC§ 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 1, the phrase "imparted by heat treatment including carbonitriding and 
induction hardening" is unclear because it is unclear what the process is. The phrase is 
readable as: 

[heat treatment] including [carbonitriding] and [induction hardening] 
[heat treatment including carbonitriding] and [induction hardening] 
[heat treatment including carbonitriding and induction hardening] 
or the phrase is readable as a broad recitation "heat treatment" further including a 
narrower recitation "carbonitriding and induction hardening". It is unclear how many 
processes are taking place and if they are taking place simultaneously or separately. 
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In claim 4, the phrase "high temperature tempering" is indefinite because there 
is no basis for comparison of what constitutes "high temperature". 

Claim Rejections - 35 USC§ 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 4, and 8, as best understood, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Takagi et al (US Patent 5,560,787). 

Takagi discloses a bearing steel for the inner race, outer race or rolling elements 
of a bearing with a surface layer of one of the inner ring and outer ring has a 
compressive stress of 225-400 MPa imparted therein by a heat treatment process (Col 
5, lines 10-13). 

Regarding claim 2, the hardness of the surface layer is not less than 550 Hv (see 

fig 1). 

Regarding claims 4 and 8, the steel undergoes a tempering process. 
"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
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unpatentable even though the prior product was made by a different process." In re 
Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 



Claim Rejections - 35 use § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

Claims 3, 7 and 9, as best understood, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Takagi as applied to claim 1 above, further in view of Yoshlda 
et al (US Patent 5,803,993). 

Takagi does not disclose a prior austenite grain diameter. 

Yoshlda teaches a steel with a prior austenite grain diameter within the claimed 
range of 10 or more for the purpose of obtaining desired torsional fatigue strength. (Col 
7, lines 23-27). Yoshlda also teaches the steel to have a hardness of greater than 720 
Hv (col 7, line 28) and surface compressive stress of 850 MPa (col 8, line 14). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Takagi to have a prior austenite grain diameter greater 
than 10 for the desired purpose of obtaining desired torsional fatigue strength as taught 
by Yoshida. 

Regarding claim 9, the steel of Takagi undergoes a tempering process. 
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"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability Is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim Is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Claims 5, 6, 10, 12, 13, 15, and 16, as best understood, are rejected under 35 
U.S.C. 103(a) as being unpatentable over TakagI as applied to claims 1, 2, and 4 above, 
further in view of Fredericksen et al (US Patent 4,878,463). 

TakagI does not disclose the rolling elements to be arranged In a full complement 
arrangemet or mounted In a rocker arm of an automobile. 

Fredericksen teaches a needle roller bearing arranged In a full complement 
arrangement (claim 3) for the purpose of having a bearing on which the loading Is 
distributed, reducing valve train friction, increasing engine performance, reliability and 
life expectancy of the rocker arm, lower costs and allow easy Installation (Col 1, lines 
31-36). 

It would have been obvious to one having ordinary skill In the art at the time the 
Invention was made to modify TakagI to use the steel in a full complement bearing in 
an automobile rocker arm for the desired purpose of having a bearing on which the 
loading is distributed, reducing valve train friction, increasing engine performance, 
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reliability and life expectancy of the rocker arm, lower costs and allow easy installation 
as tauglit by Fredericksen. 

Claims 11 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takagi in view of Yoshida as applied to claims 1 and 3 above, further in view of 
Fredericksen. 

Takagi in view of Yoshida does not disclose the rolling elements to be arranged 
in a full complement arrangemet or mounted in a rocker arm of an automobile. 

Fredericksen teaches a needle roller bearing arranged in a full complement 
arrangement (claim 3) for the purpose of having a bearing on which the loading is 
distributed, reducing valve train friction, increasing engine performance, reliability and 
life expectancy of the rocker arm, lower costs and allow easy installation (Col 1, lines 
31-36). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Takagi to use the steel in a full complement bearing in 
an automobile rocker arm for the desired purpose of having a bearing on which the 
loading is distributed, reducing valve train friction, increasing engine performance, 
reliability and life expectancy of the rocker arm, lower costs and allow easy installation 
as taught by Fredericksen. 

Conclusion 

the prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin Krause whose telephone number is 571-272- 
3012. The examiner can normally be reached on Monday - Friday, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on 571-272-6917. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 



